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THE MAILING DATE OF THIS COMMUNICATION. 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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Rejection Under 35 U.S.C. 112, Second Paragraph 

Claims 17-18, 24 and 28-29 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Claim 17 recites the limitation "the array" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 18 recites the limitation "the array" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 24 recites the limitation "the array" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 28 recites the limitation "cross sawing grooves" in line 1 . There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 29 is indefinite for reciting the limitation "nonphotolithographically 
defining a plurality of regularly shaped posts" in line 5. What is the method or 
apparatus nonphotolithographically performed to define the posts? 

Rejection Under 35 U.S.C. 112, First Paragrapli 

Claims 7 and 25-40 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. 

The specification is unclear for reciting the limitations "nonconductive or 
nonmetallic specimen defining a plurality of posts for atom probe analysis" as 
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recited in claims 25, 29, 37 and 39; "nonphotolithographically defining a plurality 
of regularly shaped posts" as recited in claim 29; and "filling each ... 
microgrooves" as recited in claims 7, 38 and 40. Therefore, the examiner don't 
understand how is the nonconductive or nonmetallic probe operated in a probe 
microscope apparatus for analyzing a sample? What is the method or apparatus 
nonphotolithographically performed to define the posts? How is the step of the 
supporting material filled in each microgroove prior to cut the microgrooves which 
are formed by the step of cutting a slab? 

Additional explanations are needed if applicant insists on including these 
features in claims 7. 25, 29 and 37-40. 

Clarification without the introduction of new matter is required. 
Rejection Under 35 U.S.C. 102(b) 

The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this 

Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or In 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claims 1-4, 7-8, 1 1 , 14-26, 37 and 39-40 are rejected under 35 
U.S.C. 102(b) as being anticipated by Larson et al. ("Advances in Atom Probe 
Specimen Fabrication from Planar Multilayer Thin Film Structures"). 

Claims 1-4, 7-8, 11, 14-26. 37 and 39-40. as the best understood by the 
meaning of 1 12, first and second paragraphs above, are rejected as: 
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Larson et al. disclose, in figs. 1-10, a method for preparation of a 
specimen for atom probe. The method includes lithographically defining a 
plurality of posts having prismatic sections in a slab having parallel and 
intersecting cutting grooves (see fig. 2); removing the posts from the slab (see 
fig. 3); mounting the post on a metallic pin (see fig. 4); using FIB for shaping the 
post to a tip shape (see fig. 5); filling an oxide film to serve as an etch stop for 
lithographic patterning of the posts (see page 26, lines 1-10 in left col.); and 
fracturing the posts from the slab by a knife or other sharp implement (see page 
26. lines 7-11). 

Rejection Under 35 U.S.C. 103(a) 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that 
the subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a 
later invention was made in order for the examiner to consider the applicability of 
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35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 

Claims 5-6, 9-10, 12-13, 27-36 and 38 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Larson et al. ("Advances in Atom Probe 
Specimen Fabrication from Planar Multilayer Thin Film Structures"). 

Claims 5-6, 9-10, 12-13, 27-36 and 38, as the best understood by the 
meaning of 1 12, first and second paragraphs above, are rejected as: 

Larson et al. disclose all the features as discussed above except cutting 
the grooves with a saw as recited in claims 5, 13, 27, 32 and 38; 
nonphotolithographically defining a plurality of regularly shaped posts in the slab 
as recited in claim 29; removing the material by mechanical means as recited in 
claim 9; removing the material by electrical means as recited in claims 10 and 30; 
removing the material by laser means as recited in claims 12 and 31 ; and 
separating a section having a plurality of posts from the slab as recited in claim 
34. 

Using the saw, mechanical means, electrical means or laser means to cut 
the grooves in the slab for defining the posts, or nonphotolithographically defining 
a plurality of regularly shaped posts is considered to be obvious variation in 
design; since the saw, mechanical means, electrical means or laser means is 
nonphotolithographically a conventionally equipment used to cut a material (see 
lines 8-20 of page 12 of the specification and a mechanical cutter 22 in fig. 2 of 
Ishikawa et al.), thus would have been obvious to one skilled in the art to use 
nonphotolithographically the saw, mechanical means, electrical means or laser 
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means to cut the specimen in the Larson et al. as Larson et al. disclose 
lithographically defined silicon post structures (see fig. 2). 

Separating a section having a plurality of posts from the slab is considered 
to be obvious variation in design, since separating the section having a plurality 
of the posts from the slab and a single post from the slab have the same results 
for making the atom probes, thus would have been obvious to one skilled in the 
art to separate the section having a plurality of posts from the slab in the Larson 
et al. for making the atom probes as Larson et al. disclose making a single probe 
for each time process. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Kiet T. Nguyen whose telephone number is 
571-272-2479. The examiner can normally be reached on Monday-Friday from 
8.00 AM to 6.00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, John R Lee, can be reached on Monday-Friday. The fax 
phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 



Application/Control Number: 10/629,015 Page 7 

Art Unit: 2881 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

KIET T.NGUYEN 
PRIMARY EXAMINER 



